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1. Claims 24-29 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

See the OG Notice of 22 November 2005, Interim Guidelines for Examination of 

Patent Applications for Patent Subject Matter Eligibility y which sets for the current 

Office policy regarding such claims. In particular, in Annex IV, the OG Notice states in 

part of computer related materials: 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." In this context, 
"functional descriptive material" consists of data structures and computer 
programs which impart functionality when employed as a computer 
component... 
And states 

Both types of "descriptive material" are nonstatutory when claimed as 
descriptive material per se. 
Here claims 24-29 fall into the category above of "functional descriptive material"; they 

consist of no more than a computer program which imparts functionality when 

employed as a computer component, and are claimed as descriptive material per se. 

Thus, according to the guidelines set forth in the OG Notice, they are directed to 

nonstatutory subject matter. 

2. Claims 15-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 15 sets forth elements, including a controller and "a program executable by 
the controller The program as claimed is "descriptive functional material" as 
discussed above, with the program is claimed as a separate element, not as a fuctional 
part of the controller. This leaves the exact meets and bounds of the claim unclear, as it 
is unclear whether the claimed program is actually part of the functioning of the 
controller, or merely a potential or intended use of the controller. 

Dependent claims 16-18, 22, and 23 also claim such "descriptive functional 
material" absent any actual claimed connection to the apparatus. 

Claims 19-21 at least inherit this rejection form their respective parent claims. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Beck 
etal(US 6,639,660). 

The reference teaches a method and system for indicating defects by 
automatically causing a light source to direct light to the defect location; see, for 
example, column 2, lines 13-35 for a general description, and column 2, lines 55- 57 for a 
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disclosure of using such a system to mark defects. Note the computer control in column 
2, line 65. 

While the reference specifically deals with vehicle bodies as the objects on which 
the defects ore to be marked, it would have been obvious to use this known system with 
any type of manufactured object in any appropriate time in the manufacturing process 
in which it is desired to mark in order to gain the sorts of benefits discussed by the 
reference (column 1, line 66 through column 2, line 6, for example). 

The computer, to direct the light beam at the desired position on the object, must 
have available the relevant positional data of position to be marked; obtaining this 
information form exiting files would have been obvious because this would not require 
the creation of additional specialized files for this purpose. Note the disclosure relating 
to the use of CAD data (column 3, line 12), which at least suggests using such otherwise 
available data. 

To mark a flaw with the system of the reference, the flaw must be first found. The 
reference discusses the use of inspection systems to determine flaws (for example, 
column 1, lines 28-36), and the use of such inspection system to locate the flaws is at 
least suggested by the reference. 

The light source of the reference may be laser (column 2, lines 52-54). The 
reference also contemplates the projection of symbols or color codes onto the object 
(column 3, lines 8-12); using such codes to present useful information, such as the type 
of defect being marked, is at least obvious given the teaching of such coding. 
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Figure i of the reference show projecting a plurahty of marks simultaneously; see 
column 2, lines 60-62. 

Having the system mark the flaw until it is repaired would have been obvious 
because this would help eliminate the possibility that a flaw would go unrepaired should 
the operator be, for example, distracted. Having the system mark only defects that are 
judged to require repair or other attention would have been obvious because marking 
flaws that are minor enough not to require special attention would slow down the 
process and require unnecessary effort by the operator. 

5. Note the initialed and signed copies of the information disclosure forms filed 
04/12/2004, 06/07/2004, 11/13/2004, 01/10/2005, 07/12/2005, and 12/08/2005. 
Document number 4 on the information disclosure statement filed 1/10/2005 has been 
lined through because a copy is not in the file and the information on the form is 
insufficient to otherwise identify the document. It is noted that on the second and third 
sheets of the information disclosure statement filed 06/07/2004, the serial number and 
filing date are not for this application, although the first sheet and the cover letter do 
appear to be for this application. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard A Rosenberger whose telephone number is (571) 
272-2428. The examiner can normally be reached on Monday through Friday during the 
hours of 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley, Jr. can be reached on (571) 272-2800 ext. 77. The fax 
phone number for the organization where this application or proceeding is assigned is 
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703-872-9306. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



R. A. Rosenberger 
15 June 2006 




